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DETAILED ACTION 

1 . Claims 1-3, 5-9 and new claims 10-12 are pending. Amendment of claim 1 by 
incorporation of "solid substrate" of claim 4 in claim 1, now necessitated 
rejoining claims 5-9 which was previously withdrawn as being directed to non- 
elected species. Claims 5-12 are dependent on the solid support bound 
compound of Formula 1, which commensurate with the scope of claim 1 and 
thus claims 1-3 and 5-12 are examined on merits in this office action. 

Rejections Withdrawn 

2. Applicant's arguments, see pp8-9, filed on December 24, 2008, with respect 

to the rejection under 35 U.S.C. 103(a) as being unpatentable over Le et al 
(Agnew. Chem. Int. Ed. 2001) have been fully considered arid are persuasive. 
The rejection of claims 1-3 under 35 U.S.C. 103(a) as being unpatentable 
over Le et al has been withdrawn in view of amended claim 1 in the reply filed 
on December 24, 2008 because Le et al fail to disclose or suggest the 
compound of Formula 1 is attached to a solid substrate with a predetermined 
spacing. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 1-3 and 5-12 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 
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5. Claim 1 recites "cucurbuturil or its derivative of formula 2" in lines 9-10. It is 
unclear what derivatives of cucurbituril is represented by "formula 2" because 
the structure of formula 2 is missing in the claim. Further, it is unclear what 



chemical compound is represented by the structure 




in the compound of formula 1. The claim must clearly define the compound 
represented by above structure in order to clearly claim Applicants' invention. 

6. Claim 1 recites "wherein the compound of Formula 1 provides a linkage layer 
with a predetermined spacing in the biochip by being bonded to the solid 
substrate" in last two lines. The attachment point of the compound of formula 
1 (i.e. functional group) to the solid substrate in unclear because amended 
claim 1 recites that Yi is a functional group for linkage with a biomaterial 
comprising a gene or a protein and Y 2 is a functional group but does not 
clearly describe which group is involved for bonding to solid substrate. 

7. Claim 3 recites "the solid substrate of claim 1, which is selected from the 
group consisting of compounds of Formulae 5 through 13" in lines 1-3. In the 
solid substrate as claimed in claim 1, the compound of Formula 1 is bonded 
to the solid substrate, but the solid substrate represented by Formulae 5 
through 13 as claimed in claim 3 do not show the compound attached to any 
solid substrate and thus the point attachment of the compound of Formula 1 
compound to the solid substrates of claim 3 is vague and indefinite. Further, 
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claim 3 discloses several compounds having a structure as shown below in 
the middle of the compounds: 

/A 




is unclear what compound is represented by the 
above drawing/structure. The claim must clearly define the compound 
represented by the drawing/structure as shown above in order to clearly 
describe the compound Applicants are intended to encompass. Further, it is 



confusing as to whether the drawing/structure 



claim and the drawing/structure 




in this 



in claim 1 represent 



the same compound or a different compound as there as some additional 
groups (N, R4, R5) attached to the drawing/structure in claim 1 but not in the 
drawing/structure in claim 3. 
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8. Claim 7 recites "a gene chip comprising the solid substrate of claim 1". The 
solid substrate of claim 1 is not described as attached to any gene and thus 
the relationship of the gene with respect to the solid substrate of claimed 
"gene chip" in the claim is vague and indefinite. 

9. Claim 8 recites "a protein chip comprising the solid substrate of claim 1". The 
solid substrate of claim 1 is not described as attached to any protein and thus 
the relationship of the protein with respect to the solid substrate of claimed 
"protein chip" in the claim is vague and indefinite. 

10. Claim 9 recites "a sensor comprising the solid substrate of claim 1". The solid 
substrate of claim 1 is not described as attached to any protein, gene or 
biomaterial and thus it is unclear what biomaterial assay Applicants' are 
intended to encompass by the claimed "sensor? 

1 1 .Claim 12 recites "cucurbituril or its derivative of Formula 2" in line 4 and in line 
5, discloses two structures as shown below 
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It is unclear which one is designated as formula 2 compound. It appears 



represents the compound of formula 2 having the structure: 



Further, it is unclear whether the compound of formula 2 represents 
cucurbituril or not, because the recitation "cururbituril or its derivative of 
formula 2" is confusing. The language should be "cucurbuturil or its derivative 
represented by Formula 2" , in order to clearly describe that the compound of 
formula 2 represents cucurbituril or its derivatives. 

12. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and use the same and shall set forth the best mode contemplated by the inventor of carrying 
out his invention. 

13. Claims 1-3 and 5-12 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement (New Matter). The 
claim(s) contains subject matter which was not described in the specification 
in such a way as to reasonably convey to one skilled in the relevant art that 



that Applicants intended to mean that the structure 





o 
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the inventor(s), at the time the application was filed, had possession of the 
claimed invention. 

The deletion of "compound of formula 3 below vertically passes through a 
cavity of the cucurbituril or its derivative of Formula 2" changes the scope of 
the orientation of the Formula 3 compound (i.e. Y1-R1-X1-R2-X2-R3-Y2) with 
respect to cucurbituril or its derivative of Formula 2 and thus in the compound 
of Formula 1 of amended claim 1, the Y 1 -R 1 -Xi-R 2 -X 2 -R3-Y2 compound does 
not require to vertically pass through the cavity of cucurbituril or its derivative 
of Formula 2 and may be in any orientations, which does not have support in 
the specification. All through the specification the compound of formula 1 is 
described as comprising cucurbituril or its derivative of Formula 2 and a 
compound represented by formula Y1-R1-X1-R2-X2-R3-Y2, wherein the 
compound Y 1 -RrX 1 -R2-X 2 -R3-Y 2 vertically passes through the cavity of 
cucurbituril or its derivative of Formula 2 (see lines 5-7 of page 7) and 
wherein X1 and X3 are each independently a positively charged functional 
group, which interacts with oxygen atom of cucurbituril or its derivative of 
Formula 2 through an ion-dipole interaction (lines 12-13 of page 7). 
Therefore, Specification does not have support for any other orientation of the 
Y1-R1-X1-R2-X2-R3-Y2 compound with respect to cucurbituril or its derivative of 
Formula 2 to form the compound of Formula 1 . 

Further, the amended claim 1 recites "Y 2 is a functional group", which 
does not require Y 2 as a functional group for a linkage with a substrate as 
claimed previously. This changes the scope of "Y 2 " as a functional group, 
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which now can be a functional group reactive to biomaterials comprising gene 
or a protein or may be a non-reactive functional group. However, specification 
does not have support for Y 2 as any functional group. All through the 
specification scope of "Y2" is limited to functional group for a linkage with 
solid substrate, not for linkage to any compounds. 

Therefore, the newly introduced limitations of claim 1 do not have support 
in the specification and thus is considered a new matter. New or amended 
claims which introduce elements or limitations which are not supported by the 
as-filed disclosure violate the written description requirement. See, e.g., In re 
Lukach, 442 F.2d967, 169 USPQ 795 (CCPA 1971 ). 

Response to argument 

14. Applicant's arguments and amendments filed 12/24/08 have been fully 
considered, and are persuasive to overcome the rejection of 7/24/08 under 35 
USC 103 but the arguments and amendments are not persuasive to 
overcome the rejection under 35 USC 112 second paragraph because 
Formula 2 is not clearly defined in the claim 1. However Applicants' 
amendments necessitated new group of rejections under 35 USC 112 first 
paragraph and 35 USC 112 second paragraph as described in this office 
action. 

Conclusion 

15. No claims are allowed. 



Application/Control Number: 10/563,477 Page 9 

Art Unit: 1641 

16. Applicants' amendment necessitated new ground(s) of rejection presented in 
this office action. Accordingly, THIS ACTION IS MADE FINAL. Applicant is 
reminded of the extension of time policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first 
reply is filed within TWO MONTHS of the mailing date of this final action and 
the advisory action is not mailed until after the end of the THREE-MONTH 
shortened statutory period, then the shortened statutory period will expire on 
the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. 
In no event, however, will the statutory period for reply expire later than SIX 
MONTHS from the date of this final action. 

If Applicants should amend the claims, a complete and responsive reply 
will clearly identify where support can be found in the disclosure for each 
amendment. Applicant should point to the page and line numbers of the 
application corresponding to each amendment, and provide any statements 
that might help to identify support for the claimed invention (e.g., if the 
amendment is not supported in ipsis verbis, clarification on the record may be 
helpful). Should Applicants present new claims, Applicants should clearly 
identify where support can be found in the disclosure. 

17. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Shafiqul Haq whose telephone number is 
571-272-6103. The examiner can normally be reached on 7:30AM-4:00PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Mark L. Shibuya can be reached on 571-272-0806. 
The fax phone number for the organization where this application or 
proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status 
information for published applications may be obtained from either Private 
PAIR or Public PAIR. Status information for unpublished applications is 
available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic Business Center 
(EBC) at 866-217-9197 (toll-free). 



/Shafiqul Haq/ 
Examiner, Art Unit 1641 



